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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1 -62 in the reply filed on 
10/10/2006 is acknowledged. 

2. Claims 63-70 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 10/10/2006. 

Information Disclosure Statement 

3. All information disclosure statements (IDS) submitted to the Office are in 
compliance of 37 CFR 1.97. All the references cited are in compliance with the 
provisions of 37 CFR 1 .98. Accordingly, the information disclosure statements are 
being considered by the examiner. 

Claim Objections 

4. Claims 2,13,14,30 are objected to because of the following informalities: 

• In claim 2 "the respective locations" lacks sufficient antecedent basis 

• In claim 1 3 "the active RF electrode", "the anesthetic pumping device", 
and "the RF generator" lack sufficient antecedent basis 

• In claim 14 "the RF signal generator" lacks sufficient antecedent basis 

• In claim 30, "the active electrode" lacks sufficient antecedent basis. 
. Appropriate correction is required. 
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Claim Rejections -35USC§112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 8-1 1 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is unclear in regards to claims 8, whether or not 
the applicant is trying to claim all the parameters or at least one. Appropriate 
clarification/correction is required. 

7. Claims 30-62 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Applicant is attempting to invoke 1 12 th sixth 
paragraph protection; however, claim 30 is unclear whether the "means for" is referring 
to "adapted to connect with the electrode" or "administering a liquid substance." 

8. Claim 42 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Applicant is attempting to invoke 1 12 th sixth paragraph 
protection; however, claim 42 is unclear whether the "means for" is referring to "signal 
generating" or "setting signal parameter values." 

9. Claim 43 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Applicant is attempting to invoke 1 12 th sixth paragraph 
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protection; however, claim 43 is unclear whether the "means for" is referring to "readout" 
or "providing parameter value information." 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1-2, 6-12, and 24-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over SILBERSTONE et al (5,052,391) in view of GREENGRASS et al 
(5,976,110), and further in view of SMITH (6,010,467). 

Regarding claims 1,2,6, SILBERSTONE discloses attaching an active and a 
dispersive percutaneous probe at respective active and dispersive locations (Col 
3 lines 29-36); generating a first pulsed RF signal configured according to a first 
protocol for coupling to the active and dispersive probes to verify the location of 
the peripheral nerve (Col 2 lines 35-48; Col 7 lines 54-65); and generating a 
second pulsed RF signal configured according to a second protocol after the first 
pulsed RF signal is withdrawn, to modify propagation of pain sensation in the 
peripheral nerve without ablation thereof (Col 8 lines 8-20). However, 
SILBERSTONE does not disclose that the percutaneous probe includes an RF 
cannula having a conductive spatulate blade conformably attached to a dorsal 
side of a curved, blunt-ended tubular tip portion of the RF cannula. 
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GREENGRASS teaches an RF cannula (12) for positioning near a peripheral 
nerve (Col 2 lines 13-18). GREENGRASS further teaches that it is well known in 
the art to combine a cannula with an electrical stimulator for nerves (Col 1 lines 
40-68). GREENGRASS teaches that this is done so that anesthetics can be 
administered "in conjunction with providing electrical stimulation through the 
electrodes in order to control pain (Col 1 lines 45-46)." 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have used an RF cannula in the method of 
SILBERSTONE in view of the teachings of GREENGRASS for the purpose of 
controlling pain. 

The method of SILBERSTONE as modified by GREENGRASS renders the 
claimed invention as obvious with the exception that a conductive spatulate blade 
is conformably attached to a dorsal side of a curved blunt-ended tubular tip 
portion of the RF cannula. 

SMITH teaches in a method/apparatus for treating facial pain, the use of "a 
spatula/spade like" extension (14) protruding from a wand used to identify 
sources of pain in the face (Col 1 lines 61-67; Col 2 lines 36-46). SMITH 
specifically teaches that is can be used "to locate more precisely the trigger 
point" of pain (Col 1 lines 66-67). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have attached a conductive spatulate blade to the RF 
cannula used in the method of SILBERSTONE as modified by GREENGRASS, 
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in light of the teachings of SMITH for the purpose of locating precisely the trigger 
points of pain. 

Regarding claim 7, SILBERSTONE discloses stimulating below a normal 
threshold of pain (Col 2 lines 38-39). 

Regarding claim 8, under the best interpretation of the Examiner, SILBERSTONE 
discloses including at least a pulse amplitude, a pulse repetition rate (deemed to 
be synonymous with frequency), and a pulse duration (Col 4 lines 15-31; Col 6 
lines 14-21). 

Regarding claim 9, SILBERSTONE discloses shifting the amplitude to a 
threshold of sensation (Col 7 lines 54-65). SILBERSTONE alone or modified by 
GREENGRASS and/or SMITH does not render obvious the specific pulse 
repetition rate of 50 Hz or a pulse duration of 10 ms. However, it would have 
been obvious to one having ordinary skill in the art at the time the invention was 
made to have use a pulse repetition rate of 50 Hz and pulse duration of 10 ms, 
since it has been held that discovering an optimum value of a result effective 
variable involves only routine skill in the art. In re Boesch, 617 F. 2d 212, 205 
USPQ 215 (CCPA 1980). 

With respect to claim 10, SILBERSTONE as modified by GREENGRASS and 
SMITH renders the claimed invention as obvious except for the specific signal 
parameter recited in the claim. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have used those 
paramaters, since it has been held that discovering an optimum value of a result 
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effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980). 

With respect to claim 11 , SILBERSTONE as modified by GREENGRASS and 
SMITH render the claimed invention as obvious with the exception of setting the 
pulse repetition rate to a one shot pulse. However, the examiner takes the 
position that said modification would have been obvious to one of ordinary skill in 
the art at the time the invention was made as a matter of design choice. 
With respect to claim 12, SILBERSTONE as modified by GREENGRASS and 
SMITH render the claimed invention as obvious with the exception of removing 
the output of the RF signal generator if monitoring the response of the paitent 
indicates an incorrect location. However, the examiner takes the position that it 
would have been obvious to one of ordinary skill in the art at the time the 
invention was made to remove the output of the signal generator if the incorrect 
location was determined. 

With respect to claims 24-26, the limitations in these claims are interpreted as 
describing an intended use and are deemed to not be a positive limitation. 

1 2. Claims 30-41 ,44,45,49, 50-52, 57-59 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over SILBERSTONE in view of the applicant's disclosure and in 
further view of SMITH. 

Regarding claims 30,44,49, and 52, as best interpreted by the Examiner, 
SILBERSTONE discloses a generator (20) and a set of RF percutaneous probes 
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(22,24,12,14; Fig 1). However, SILBERSTONE does not disclose that the 
probes should be in the form of an RF cannula with a spatulate blade. 
In Fig 3, the applicant discloses in the specification that the prior art teaches an 
RF cannula (110) for insertion into a patient's skin (page 13 lines 6-25). 
Applicant further discloses that the prior art RF cannula as disclosed contains a 
means adapted to connect with an active electrode and for liquid administration 
(116). Regarding claims 44 and 52, the applicant discloses as prior art an RF 
cannula having an insulated tubular body (114); a hub at a first end of the tubular 
body (120); and a blunt-ended and conductive tubular tip (122) extending from a 
second end of the insulated tubular body 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have used an RF cannula in the apparatus of 
SILBERSTONE in view of the applicant's admission of prior art as described 
above. 

The apparatus of SILBERSTONE as modified by the applicant's disclosure 
renders the claimed invention as obvious with the exception that a conductive 
spatulate blade is conformably attached to a dorsal side of a curved blunt-ended 
tubular tip portion of the RF cannula. 

SMITH teaches in a method/apparatus for treating facial pain, the use of "a 
spatula/spade like" extension (14) protruding from a wand used to identify 
sources of pain in the face (Col 1 lines 61-67; Col 2 lines 36-46). SMITH 
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specifically teaches that is can be used "to locate more precisely the trigger 
point" of pain (Col 1 lines 66-67). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provided have attached a conductive spatulate blade 
to the RF cannula used in the apparatus of SILBERSTONE as modified by the 
applicant's disclosure, in light of the teachings of SMITH for the purpose of 
locating precisely the trigger points of pain. 

With regards to claims 31-41 , the claims are not regarded as positive limitations 
since they only modify the phrase "for generating" in independent claim 30, which 
is regarded by the examiner as intended use and not given patentable weight. 
With regards to claims 45 and 53, the apparatus of SILBERSTONE as modified 
by the applicant's disclosure and SMITH render the claimed invention as obvious 
with the exception of the tubular tip extending approximately one centimeter from 
the tubular body and curving the tip ten to thirty degrees. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made 
to have made the tubular tip extend approximately one centimeter from the 
tubular body and curve the tip ten to thirty degrees, since it has been held that 
manipulating dimensions is within skill of one of ordinary skill in the art. In 
Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), 
cert, denied, 469 U.S. 830, 225 USPQ 232 (1984) 

With regards to claims 49 and 57, the applicant has disclosed that the prior art 
includes an orifice (116). 
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In the matter of claims 50,51 ,58, and 59, the applicant admits that the cannula is 
adapted to receive an RF electode (page 13 lines 18-21). 

Allowable Subject Matter 

13. Claims 3-5, 13-23, and 27-29 are objected to as being dependent upon a rejected 
base claim butwould be allowable if rewritten in independent form including all of the 
limitations of the base claim and any 

intervening claims. \ 

14. Claims 42-43, 46-48, 53-56, and 60-62 would be allowable if rewritten to 
overcome the rejections(s) under 35 U.S.C. 1 12 2 nd paragraph, set forth in this Office 
action and to include all of the limitations of the base claim and any intervening claims. 


Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erik J. Bustamante whose telephone number is 571- 
272-8820. The examiner can normally be reached on Mon-Fri (7:30 - 1 1 :30 AM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on 571-272-6996. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300: 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Erik J Bustamante Carl Layno 

Examiner Primary Examiner 
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